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DETAILED ACTION 
Notice to Applicant 

1 . This comnnunication is in response to tlie Appeal Brief filed on 12/23/08. Claims 

2, 3, 5-47, 49-50 and 1 1 6-1 25 are pending. 

2. Applicant's arguments filed on 12/23/08 have been persuasive, therefore the 
prior Office Action has been withdrawn and a new Office Action is hereby presented. 

3. In view of the Appeal Brief filed on 9/20/06, PROSECUTION IS HEREBY 
REOPENED as set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following 
two options: 

(1 ) file a reply under 37 C.F.R 1.111 (if this Office action is non-final) or a reply 
under 37 C.F.R 1 .1 1 3 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied 
by a supplement appeal brief, but no new amendments, affidavits (37 C.F.R 1.130, 
1.131 or 1.132) or other evidence are permitted. See 37 C.F.R 1.193) (b) (2). 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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5. Claims 2-3, 5-47, 49-50 and 116-126 are rejected under 35 U.S.C. 101 because 
tlie claimed invention is directed to non-statutory subject matter. 

Claims 2-3, 5-47, 49-50 and 1 16-126 recite a process comprising the steps of 
storing, wirelessly communicating a signal, the signal and generating. Based on 
Supreme Court precedent, a proper process must be tied to another statutory class or 
transform underlying subject matter to a different state or thing {Diamond v. Diehr, 450 
U.S. 175, 184 (1981); Parkerv. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. 
Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876)). 
Since neither of these requirements is met by the claim, the method is not considered a 
patent eligible process under 35 U.S.C. 101 . To qualify as a statutory process, the 
claim should positively recite the other statutory class to which it is tied, for example by 
identifying the apparatus that accomplished the method steps or positively reciting the 
subject matter that is being transformed, for example by identifying the material that is 
being changed to a different state. 

Double Patenting 

6. Claims 2-3, 49 and 1 1 6 are rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1 , 8-9 of U.S. Patent No. 
7,366,675 in view of U.S. Patent No. 6,294,999 (Yarin et al). Although the conflicting 
claims are not identical, they are not patentably distinct from each other because the 
subject matter of the patented claim entirely encompasses the subject matter claims 2- 
3, 49 and 116. In other words the claims 2-3, 49 and 1 1 6 are substantially similar to 
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claims 1 , 8-9 of '675, except claims 2-3, 49 and 11 6 of the instant application further 
recite "the signal including an indication of a number of times that the second container 
is beyond a range in which the first container is able to communicate with the second 
container." Yarin discloses a system that includes a housing configured to 
accommodate a plurality of medicine containers that are adapted to store medicine 
(Figure 3). At the time of the applicant's invention, it would have been obvious to one of 
ordinary skill in the art to include housing to accommodate a plurality of containers. As 
suggested by Yarin, one would have been motivated to include this feature to track 
compliance information for multiple regimens from one local source, (col. 3, lines 20- 
40). 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

8. Claims 49-50 and 1 16-125 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Reber et al (5,950,632). 

As per claim 49, Reber discloses a medicine container comprising: 
a medicine storage region adapted to store a medicine (See Reber, Col. 7, lines 
60-67) and a communication device adapted to wirelessly communicate at least one 
signal between the medicine container and at least one other medicine container (See 
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Reber, Col.7, lines 27-54). 
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As per claim 50, Reber discloses the medicine container wherein the 
communication device comprises a transceiver (See Reber, Col.7, lines 55-59). 

As per claim 116, Reber discloses a method comprising: obtaining a first 
container for storing a first medicine (See Reber, Col.7, lines 43- 67), the first container 
being capable of wirelessly communicating with a second container for storing a second 
medicine (See Reber, Col.7, lines 43-67); and storing a first medicine in the first 
container (See Reber,Col.7, lines 43-67). 

As per claim 117, Reber discloses the method further comprising: obtaining the 
second container (See Reber, Col.7, lines 43-67); and storing the second medicine in 
the second container (See Reber, Col.7, lines 43-67). 

As per claim 118, Reber discloses the method further comprising positioning the 
first container and the second container so that the least container and the second 
container may communicate (Col. 3, lines 2-25; Col.7, lines 28-67). 

As per claim 119, Reber discloses the method further comprising receiving a 
code that indicates that the first container and the second container are positioned so 
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that the first container and the second container may communicate (Col. 3, lines 2-25; 
Col.7, lines 28-67). 

As per claim 120, Reber discloses the method further comprising providing the 
received code to at least one party (Col. 9, lines 1-4). 

As per claim 121 , Reber discloses the method wherein the at least one 
party comprises at least one of a representative of an insurance company, a 
representative of a medical facility and a representative of a pharmacy (Col. 9, lines 1-4). 

As per claim 122, Reber discloses the method wherein providing the 
received code comprises providing an image of the received code (Co1.11, lines 1-54). 

As per claim 123, Reber discloses the method wherein providing the received 
code comprises entering the received code during a telephone call (Col.7, lines 28-32). 

As per claim 124, Reber discloses the method wherein providing the received 
code comprises e-mailing the received code (Col.7, lines 5-10). 

As per claim 125, Reber discloses the method further comprising obtaining a refill 
for the first container (Col .13, lines 44-67). 



Claim Rejections - 35 USC § 103 
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9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

10. Claims 2-3, 5-47 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Reber et al (5,950,632) in view of de la Huerga (6,529,446) and further in view of Yarin 
etal. (6,294,999). 

As per claim 2, Reber discloses a method for use by a first container that is 
adapted to store first medicine (Reber; Col. 7, lines 43-67), the method comprising: 
storing information regarding the first medicine (See Reber, Col. 7, lines 43-67). 
Reber does not explicitly disclose the signal including an indication of a number of times 
that the second container is beyond a range in which the first container is able to 
communicate with the second container: and generating at least one code based at 
least in part on the signal, the at least one code indicating whether at least one party 
has complied with a sEhedule for taking the first medicine and the second medicine. 
However, these features are known in the art, as evidenced by de la Huerga. In 
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particular, de la Huerga suggests that the signal including an indication of a number of 
times that the second container is beyond a range in which the first container is able to 
communicate with the second container (See de la Huerga, Fig.42, Col.47, lines 11 -43; 
Col.48, lines 10-27); and generating at least one code based at least in part on the 
signal, the at least one code indicating whether at least one party has complied with a 
sEhedule for taking the first medicine and the second medicine (See de la Huerga, 
Col.52, lines 40-64). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the feature of de la Huerga within the system of Reber with 
the motivation of providing automated medication container which can convey 
information to a separate device such as patient's home computer to aid in alerting the 
patient to take the medication in a timely manner (See de la Huerga, Col. 7, lines 60-67). 
As best understood, the combination of Reber and de la Huerga do not explicitly 
disclose wirelessly communicating a signal between the first container and a second 
container the second container adapted to store a second medicine. 

However, this feature is known in the art, as evidenced by Yarin. In particular, 
Yarin suggests that the method having wirelessly communicating a signal between the 
first container and a second container the second container adapted to store a second 
medicine (See Fig. 3; Yarin, Col. 9, lines 21-41). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the feature of Yarin within the collective teachings of Reber 
and de la Huerga with the motivation of facilitating compliance with medication 
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regimens, especially complex regimens involving multiple medications (See Yarin, 
Col.4, lines 12-19). 

As per claim 3, Yarin discloses the method wherein wirelessly communicating a 
signal between the first container and a second container comprises at least one of 
transmitting information regarding the first medicine from the first container to the 
second container and receiving information regarding the second medicine from the 
second container (Yarin, Fig.3; Col. 9, lines 21- 41). 

As per claim 5, Reber discloses the method further comprising outputting the at 
least one code to at least one of a representative of an insurance company, a 
representative of a pharmacy and a representative of a medical facility (Col. 6, lines 44- 
53). 

As per claim 6, Reber discloses the method further comprising detecting if the 
first container and the second container cannot communicate (Col .3, lines 2-25). 

As per claim 7, Reber discloses the method further comprising determining if the 
first container and the second container are separated by a distance that prevents the 
first container and the second container from communicating (Col. 3, lines 2-25). 



As per claim 8, Reber discloses the method further comprising determining a 
time when the first container and the second container are at least initially separated by 
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the distance tliat prevents tlie first container and tlie second container from 
communicating (Col. 3, lines 9-25). 

As per claim 9, Reber discloses the method further comprising at least one of 
storing the time and transmitting the time (See Reber, Col.4, lines 16-41). 

As per claim 10, Reber discloses the method farther comprising determining a 
distance between the first container and the second container based on the signal 
(Col.3, lines 9-25). 

As per claim 1 1 , Reber discloses the method further comprising at 
least one of storing the distance and transmitting the distance (Col.4, lines 4-41 ). 

As per claim 12, Reber discloses the method further comprising determining a 
change in the distance between the first container and the second container based on 
the signal (Col.3, lines 9-25). 

As per claim 13, Reber discloses the method further comprising at least one of 
storing the change in the distance and transmitting the change in the distance (Col.4, 
lines 4-4). 
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As per claim 14, Reber discloses the method further comprising 
tracking a location of at least one of the first and the second containers (Col. 5, lines 9- 
30). 

As per claim 15, Reber discloses the method wherein tracking the location of at 
least one of the first and the second containers comprises tracking the location of the at 
least one of the first and the second containers with a local positioning system (Col .13, 
lines 25-43). 

As per claim 16, Reber discloses the method further comprising identifying the 
location of the at least one of the first and the second containers with the local 
positioning system (Col. 13, lines 25-43). 

As per claim 17, Reber discloses the method further comprising: obtaining 
information regarding a position of the at least one of the first and the second containers 
with the local positioning system (Col .13, lines 25- 43); and determining a distance 
between the first and the second containers based at least in part on the information 
(Col. 13, lines 25-43). 

As per claim 18, Reber discloses the method further comprising receiving 
information regarding a schedule for taking at least one of the first medicine and the 
second medicine (See Abstract, lines 1-6; Col. 2, lines 39-67). 
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As per claim 19, Reber discloses the method further comprising storing the 
information (Col. 2, lines 48-51). 

As per claim 20, Reber discloses the method of claim 18 wherein receiving 
information regarding a schedule for taking the first medicine comprises receiving the 
information regarding the schedule from at least one of a representative of an insurance 
company, a representative of a pharmacy, a representative of a medical facility, a 
representative of a manufacturer of at least one of the first and the second medicines 
and a party that is to take at least one of the first and the second medicines (Col. 8, lines 
63-67 to Col .9, line 14). 

As per claim 21 , Reber discloses the method further comprising storing the first 
medicine in the first container (Col. 5, lines 40-54). 

As per claim 22, Reber discloses the method further comprising detecting if a 
portion of the first medicine has been removed from the first container (Col. 9, lines 15- 
67). 

As per claim 23, de la Huerga discloses the method wherein detecting if a portion 
of the first medicine has been removed from the first container comprises detecting if 
the first container has been opened or closed (See de la Huerga, Col. 53, lines 43-54). 
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As per claim 24, Reber discloses the method wherein detecting if a portion of the 
first medicine has been removed from the first container comprises detecting a weight of 
the first container (Col. 9, lines 14-30). 

As per claim 25, Reber discloses the method wherein detecting if a portion of the 
first medicine has been removed from the first container comprises detecting a count of 
the first medicine (Col.9, lines 14-30). 

As per claim 26, Reber discloses the method further comprising at least one of 
storing information regarding the portion and transmitting the information regarding the 
portion if the portion has been removed from the first container (Col. 5, lines 40-54; 
Col. 11, lines 55-67). 

As per claim 27, Reber discloses the method of further comprising detecting if 
the second medicine has been stored in the second container (Col. 5, lines 9-54; 
Col. 11, lines 55-67). 

As per claim 28, Reber discloses the method further comprising detecting if a 
portion of the second medicine has been removed from the second container (Col.5, 
lines 40-54; Col.8, lines 50-62). 
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As per claim 29, Reber discloses the method wherein detecting if the portion of 
the second medicine has been removed from the second container comprises receiving 
a signal from the second container that indicates that the portion of the second medicine 
has been removed from the second container (Col. 8, lines 50-62). 

As per claim 30, Reber discloses the method further comprising at least one of 
storing information regarding the portion and transmitting the information regarding the 
portion if the portion has been removed from the second container (Co1 .11, lines 55- 
67). 

As per claim 31 , Reber discloses the method further comprising storing the 
information regarding the second medicine, the information being stored within the first 
container (Col. 7, lines 47-67). 

As per claim 32, Reber discloses the method further comprising determining if 
the first medicine is incompatible with the second medicine (Col .7, lines 60-67 to Col. 8, 
line 41). 

As per claim 33, Reber discloses the method further comprising: detecting if a 
party attempts to take the first medicine within a predetermined time period of taking the 
second medicine, and generating a warning if the first medicine is incompatible with the 
second medicine if the first and second medicines are both taken during the 
predetermined time period (Col. 8, lines 29-67 to Col. 9, line 30). 
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As per claim 34, Reber discloses the method further comprising storing an 
indicator of the warning (Co1 .10, lines 5-40). 

As per claim 35, Reber discloses the method further comprising transmitting an 
indicator of the warning (Col .10, lines 5-40). 

As per claim 36, Reber discloses the method wherein transmitting an indicator of 
the warning comprises transmitting the indicator of the warning to at least one of a 
representative of an insurance company, a representative of a pharmacy, a 
representative of a medical facility and a family member (Col. 9, lines 1-14). 

As per claim 37, Reber discloses the method further comprising receiving 
information regarding the second medicine stored within second container (Col. 7, lines 
47-67). 

As per claim 38, Reber discloses the method wherein receiving information 
regarding the second medicine stored within the second container comprises receiving 
information transmitted by the second container (Col. 7, lines 47- 67). 

As per claim 39, Reber discloses the method wherein the first and the second 
medicines are the same medicine (Col. 8, lines 1-41). 
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As per claim 40, Reber discloses the method wherein at least one of the fast and 
the second containers comprises a micro-needle based device (Col. 7, lines 33- 67). 

As per claim 41 , Reber discloses the method further comprising determining if 
the first container is positioned so as to communicate with the second container, and if 
not, attempting to prevent a party from accessing at least one of the first and the second 
medicines (Col. 7, lines 55-67 to Col. 8, line 49). 

As per claim 42, Reber discloses the method wherein preventing a party from 
accessing at least one of the first and the second medicines comprises preventing the 
party from opening at least one of the first and the second containers (Col. 7, lines 55-67 
to Col.8, line 49). 

As per claim 43, de la Huerga discloses the method further comprising tracking a 
number of times the first container is opened or closed (See de la Huerga, Col. 53, lines 
43-67). 

As per claim 44, de la Huerga discloses the method further comprising tracking a 
number of times the second container is opened or closed (See de la Huerga, Col. 53, 
lines 43-67). 
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As per claim 45, de la Huerga discloses the method wherein tracking a number 
of times the second container is opened or closed comprises: receiving a signal from 
the second container each time the second container is opened or closed (See de la 
Huerga, Col. 53, lines 43-67); and counting a number of signals received from the 
second container (See de la Huerga, Col. 55, lines 50-67 to Col. 56, line 1 1 ). 

As per claim 46, Reber discloses the method further comprising storing at least a 
portion of a medical history of a party within the first container (Col. 7, lines 60-67 to 
Col.8, line 41). 

As per claim 47, Reber discloses the method further comprising storing 
information regarding a third medicine in the first container if the first container is refilled 
with the third medicine (Col.7, lines 60-67 to Col.8, line 41 ). 

Response to Arguments 

1 1 . Applicant's arguments filed on 1 2/23/08 with respect to claims 2-3, 5-47, 49-50, 
and 1 16-125 have been considered but they are not persuasive. 
(A) At pages 1 1 -28 of the 1 2/23/08 response. Applicant's argues the features in 
12/23/08 are not taught by or suggested by the applied references. 

In response, all of the limitations which Applicant disputes as missing in the 
applied references, have been fully addressed by the Examiner as either being fully 
disclosed or obvious in view of the collective teachings of Reber, de laHuerga and or 
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Yarin based on the logic and sound scientific reasoning of one ordinarily skilled in the 
art at the time of the invention, as detailed in the remarks and explanations given in the 
preceding sections of the present Office Action and in the prior Office Action, and 
incorporated herein. One cannot show nonobviousness by attacking references 
individually where the rejections are based on combinations of references. See In re 
Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981 ); In re Merck & Co., 800 F.2d 1091, 
231 USPQ 375 (Fed. Cir. 1986). In addition, the test for obviousness is not whether the 
features of a secondary reference may be bodily incorporated into the structure of the 
primary reference; nor is it that the claimed invention must be expressly suggested in 
any one or all of the references. Rather, the test is what the combined teachings of the 
references would have suggested to those of ordinary skill in the art. See In re Keller, 
642 F.2d 413, 208 USPQ 871 (CCPA 1981). 



Conclusion 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to VANEL FRENEL whose telephone number is (571)272- 
6769. The examiner can normally be reached on 6:30am-5:00pm. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew S. Gart can be reached on 571-272-3955. The fax phone number 
for the organization where this application or proceeding is assigned is 571- 273-8300. 
Information regarding the status of an application may be obtained from the Patent 
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Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
/Vanel Frenel/ 
Examiner, Art Unit 3687 
March 29, 2009 



